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This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. In includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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UNITED STATES SUPREME COURT 


G. & C. MERRIAM CoMPANY v. THE SYNDICATE PUBLISHING 
CoMPANY. 


< June 1, 19015. 


1. TRADE-MARK INFRINGEMENT—JURISDICTION, 

A trade-mark registration that is invalid can form no basis for 
jurisdiction in the federal courts, when the only federal question in 
volved depends upon such a registration. The supreme court has 
no jurisdiction to review the decision of the circuit court of appeals. 

2. TRADE-MarK—-NAME OR COPYRIGHT PUBLICATION. 

Upon the expiration of a copyright or name under which the 
copyright publication has been known, it becomes public property, 
together with the substance of the publication itself and in the same 
manner. 

3. PropeER NAME—WEBSTER, FOR DICTIONARIES. 

The name Webster applied to a dictionary formerly protected by 
a copyright became public property upon the expiration of the original 
copyright and was not thereafter subject to exclusive appropriation 
as a trade-mark. 


Appeal from the decision of the circuit court of appeals, 
second circuit confirming the decree of the district court of the 
southern district of New York. Appeal dismissed. 


For opinions below, see Reporter, vol. 3, pp. 17, 278. 


William B. Hale, of New York, for complainant. 


Hugh A. Bayne, Harry D. Nims, and Lauren Carroll, of 
New York, for defendant. 


Mr. Justice Day delivered the opinion of the court. 
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T| ult was brought by complainant to enjoin the defend- 
ant fr e use of the name “Webster” as a trade-mark and 
trade when applied to the sale of dictionaries of the 
Englis suage. A decree was entered dismissing the bill 
in the ed States district court, (207 Fed., 515) | Reporter, 

) vol. 3 ; This decree was affirmed upon appeal to the 
circuit t of appeals for the second circuit, (207 Fed., 515) 
i Repor vol. 3, p. 278], and from the latter decree an appeal 
was take! to this court. 
) Tic original bill set up at great length the origin and 
| history 1e Webster dictionary publications, the succession of 
i the con.) !ainant to the ownership of the rights of publication, 
and the \ «rious copyrights which had been taken out from time 
. to time i» protect the use of the name “Webster,” as applied to 
. dictionar::s of the English language, and facts were set out in 
detail concerning the various publications which the complainant 
: and its predecessors had made from time to time. The bill, in 
its original form, relied upon the secondary meaning which, it 
was alleged, the history of the publications had established in 
the name “Webster,” as applied to English dictionaries, and it 
was alleged that the exclusive right to use that name in such 
connection had become the property of the complainant, and 
| entitled it to protection against those who used the word in 
such manner as to cause their publications to be purchased as 
and for the publications of the complainant. It was charged 
that the respondent belonged to the class of persons wrong- 
fully using the name thus acquired, and facts in detail were set 
| forth to support this contention of unfair competition in trade. 
After the bill was filed an amendment was added setting up the 
ownership in complainant of certain trade-marks, duly registered 
in the patent office of the United States, in accordance with the 
statutes in such case made and provided. The amendment al- 
leged the registration of two trade-marks under the act of 1881 
(21 Stat., 502), and of eight trade-marks under the act of 
1905 (33 Stat., 724), and it was charged that the defendant 
used and imitated the complainant’s trade-marks upon Webster’s 


dictionaries, by affixing the word “Webster” to dictionaries in 
a manner closely imitating complainart’s registered trade-marks 
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or one of them, the natural tendency of such acts ‘eing to 
deceive the public and to pass off defendant’s dictiouaries as 
and for the dictionaries of the complainant. The prayer of the 
Lill was amended so as to ask relief by injunction against the 
defendant from in any manner copying, imitating, or infringing 
any of complainant’s registered trade-marks. The bill as 
amended therefore rested upon (1) allegations tending to 
establish unfair competition in trade, (2) trade-marks registered 
under the act of 1881, and (3) trade-marks registered under 
the act of 1905. 

A motion to dismiss the appeal was made and passed for 
consideration to the argument upon the merits, which has now 
been had. 

The circuit court of appeals’ decree, affirming the decree 
of the district court, was final unless, in addition to the allega- 
tions of diverse citizenship which were contained in the bill, 
there was an averment of a cause of action and consequent basis 
of jurisdiction arising under the constitution or statutes of the 
United States. (J/acfadden v. United States, 213 U. 5S., 288; 
Shulthis v. McDougal, 225 U. S., 561.) If the jurisdiction of 
the district court was invoked on the ground of diversity of 
citizenship, and the averment as to a right arising under the 
Federal constitution or statutes was unsubstantial and without 
real merit, either because of its frivolous character upon its 
iace, or from the fact that reliance was based upon a claim of 
federal or statutory right denied by former adjudications of this 
court, then the appeal to this court must be dismissed. (New 
Luryport Water Co. v. Newburyport, 193 U. S., 561, 576: Equit- 
uble Life Assurance Co. v. Brown, 187 Us Sis 305, 311 

So far as concerns the allegations of unfair competition in 
trade, upon which the bill mainly rests, such averments contain 
no element of a cause of action arising under the federal con- 
stitution or statutory law. The registered trade-marks, an 
essential part of which covers the use of the word “Webster” as 
applied to dictionaries of the English language, were registered, 
some under the act of 1881 and some under the act of 1905. 
In the latter act there is a recognition of the right to o>tain a 


trade-mark upon a proper name, which the same has | een in 
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use for ten years under conditions named in the statute. That 
act was before this court in Thaddeus Davids Co. vy. Davids, 
233 U. S., 461 [Reporter, vol. 4, p. 175] and the distinction 
between it and former acts was pointed out, particularly in that 
the act of 1905 gave the right to the use of extraordinary sur- 
names as a trade-mark, which right did not exist under the prior 
legislation. The act of 1905 contains provisions making the 
jurisdiction of the circuit court of appeals final. (Street & 
Smith v. Atlas Co., 231 U. S., 348 [| Reporter, vol. 4, p. 1].) 

The act of 1881 expressly denied the right of an applicant 
to obtain a trade-mark upon his own name, and gave no rec- 
ognition to the right to a trade-mark in a proper name, nor did 
it confer authority to register such name and thereby acquire 
a right not recognized at common law. (Brown Chemical Co 
v. Meyer, 139 U. S., 540, 542; Elgin National Watch Co. v. 
Illinois Watch Co., 179 U. S., 665; Howe Scale Co. v. Wyckoff, 
ig8 U. S., 118, 134, 135.) 


Moreover, it appears upon the face of the bill that the 
registration of the trade-marks relied upon, having the name 
“Webster” as applied to dictionaries of the English language as 
their chief characteristic, was made long after the expiration 
of the copyright securing to the publishers the exclusive right 
to publish the Webster dictionaries. After the expiration of a 
copyright of that character, it is well-settled that the further use 
of the name, by which the publication was known and sold under 
the copyright, cannot be acquired by registration as a trade- 
mark, for the name has become public, and is not subject to 
such appropriation. Such was the decision of Mr. Justice Miller, 
sitting at circuit, in the first of what may be called the Webster 
Dictionary cases,—Merriam v. Holloway Pub. Co., 43 Fed., 450. 
In that case, the learned justice in vigorous terms denied the 
right to appropriate as a trade-mark the designation ‘‘Webster’s 
Dictionary” after the expiration of the copyright. To the same 
effects is Merriam v. Famous Shoe & Clothing Co., 47 Fed., 411. 
These cases were cited with approval in the opinion in Singer 
Manufacturing Co. v. June Manufacturing Co., 163 U. S., 169, 
in which case the subject was fully considered, and the cases, 


American and foreign, were reviewed; the conclusion being 
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reached that on the expiration of a patent there passed to the 
public not only the right to make the machine in the form cov- 
ered by the letters patent, but along with the public ownership 
of the device described there necessarily passed to the public the 
greneric designation of the thing which had arisen during the 
life of the monopoly. As the cases cited in the opinion in that 
case show, this doctrine is no less applicable to the expiration 
of a copyright, upon the termination of which there passes to 
the public the right to use the generic name by which the pub- 
lication has been known during the existence of the exclusive 
right conferred by the copyright. In the Singer case, at page 
202, the same doctrine was applied to a trade-mark containing 
the word “Singer” and attempted to be used as one of the con- 
stituent elements of a trade-mark. 

In that case while the right of another, after the expiration 
of the monopoly, to use the generic designation was recognized, 
it was also stated that its use must be such as not to deprive 
the original proprietor of his rights, or to deceive the public, 
and that such use of the name must be accompanied with in- 
dications sufficient to show that the thing manufactured or sold 
is the work of the one making it, so that the public may be 
informed of that fact, this latter consideration arising from the 
use of the name as designating the production of the original 
owner, and in order to prevent confusion and unfair trade, and 
the wrongful appropriation of another’s rights. As we have 
already said, the feature of the case involving unfair competi- 
tion in trade came within the jurisdiction of the district court 
because of diverse citizenship, and the right of appeal was limited 
to the circuit court of appeals. 

From what has been said, it follows that the name “Webster” 
was not subject to appropriation or registration as a trade-mark, 
under the Act of 1881, and the contention to the contrary as 
a basis for jurisdiction in the district court was devoid of sub- 
stantial merit and was foreclosed by previous decisions of this 
court. In reaching this conclusion, we have not overlooked the 
cases relied upon by the complainant, cited in opposition to the 
motion to dismiss for want of jurisdiction, in which this court 


has held that where jurisdiction was invoked upon diverse cit- 
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izenship and also because of alleged rights arising from the 
Federal trade-mark statute of 1881, this court has jurisdiction 
upon appeal from the circuit court of appeals. (Warner v. 
Searle & H. Co., 191 U. S., 195; Standard Paint Co. v. Trinidad 
Asphalt Co., 220 U. S., 446 [ Reporter, vol. 1, p. 10]; Baglin v. 
Cusenier Co., 221 U.S., 580 [| Reporter, vol. 1, p. 147]; Jacobs v. 
Beecham, 221 U. S., 263 [| Reporter, vol. 1, p. 55]). These cases 
are readily distinguishable from the one at bar, in which there 
was an attempt to register and obtain a statutory trade-mark 
upon a proper name, which registration was also long after the 
expiration of the copyright embodying the same designation as 
its distinguishing feature. 

It follows that this appeal must be dismissed for want of 
jurisdiction. 


UNITED STATES DISTRICT COURT 
HiraAM WALKER & Sons v. GRUBMAN, et al. 
(222 Fed. Rep., 478.) 

Southern District of New York, May 7, 1015. 


1. UNFAIR CoMPETITION—COoLoR OF BEVERAGE 

Where the imitation of the color of a whisky is one of the 
features of defendant’s plan to encourage substitution, a sale of the 
defendant’s whisky in bulk may be enjoined unless its color is so 
changed as to make it distinguishable from that of the complainant. 
It is properly permitted, however, to be sold without change of color 
where sufficiently distinguished from the complainant's preparation by 
the labels applied thereto. 

z. UNFAIR COMPETITION-——DAMAGES. 

A successful complainant in a suit for unfair competition can- 
not have damages as well as profits. Where it is impossible to show 
that all sales made by the defendant were in substitution for the 
complainant’s goods, there is no basis for the collection of damages. 

2. ACCOUNTING—ParTIES LIABLE 

In an action for unfair competition, only the defendants who 
conducted the offending business should be required to account, and 
not the clerks or officers of the corporation defendant. 


In Equity. On the settlement of the decree. 
George Gordon Battle, of New York City, and Alfred Luck- 
ing, of Detroit, Mich., for plaintiff. 


Joseph M. Proskauer, Arthur L. Strasser, and Norman P. 
S. Schloss, all of New York City, for defendant. 
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LEARNED Hanp, District Judge——The decree suggested in 
the opinion enjoined the defendants from selling Canadian Type 
whisky in bulk without reasonable assurance that it will not be 
resold in substitution for Canadian Club. Upon settlement of 
the decree the plaintiff urges that there is no practical assurance 
possible, unless it be some mark which will follow the whisky 
into the hands of the consumer. Having found the bar demand 
trifling in quantity, they urge that I should disregard the small 
part which is genuine and enjoin the whole sale. I am not willing 
to do this, as I said originally; but I think the plaintiff is right 
in demanding that there should be some mark which will effec- 
tively reach the senses of the ultimate consumer. Considering 
the fact that the commodity is a beverage and that nothing can 
be affixed to it, it follows that the only way of marking it is 
by a receptacle that cannot be changed or by some change in the 
appearance of the substance itself. It will serve no purpose to 
say that it must be served at bars in a bottle clearly labeled, 
because a man who means to substitute will not carry out an 
agreement to use such bottles. On the other hand, it is in 
evidence in these cases that the color of this whisky is wholly 
within the control of the distiller and that it is shaded to suit 
the fancy of the consumer. It is also in evidence that the “body” 
and flavor need not be affected by changes in shade. In view 
of this proof it seems to me that the color may be said to be a 
“non-functional” characteristic, as was said of the color of 
the beverage in Coca-Cola Co. v. Gay-Ola Co., 200 Fed., 720; 
i1g C. C. A., 164 [Reporter, vol. 3, p. 1]; Id., 211 Fed., 942; 
128 C. C. A., 440, by the circuit court of appeals in the sixth 
circuit |Reporter, vol. 4, p. 297]. 

This seems also to fall within the same doctrine, though 
differently applied, of our own circuit in Enterprise Mfg. Co. v. 
Landers, Frary ¢ Clark, 131 Fed., 240; 65 C. C. A., 587; Yale 
& Towne Mfg. Co. v. Alder, 154 Fed., 37; 83 C. C. A., 149; 
Steiff v. Gimbel Bros., 214 Fed., 569; 131 C. C. A., 21 [ Reporter, 
vol. 4, p. 388]. The color need not, of course, be changed so 
as to make the whisky repellant; it need be made only of a shade 
enough darker or lighter than Canadian Club to be clearly dis- 


tinguishable. Color, it is true, is a part of the beverage; but the 
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particular shade, whether dark or light, has certainly no relation 
to an honest demand. Be that as it may, the precise shade is 
an imitation, and to that extent the right to make exactly that 
shade of whisky may justly be curtailed. If the defendants could 
suggest any effective means of getting such assurance as I have 
held necessary, I should consider it; but no one has succeeded 
in bringing forward any alternative, except the following, which 
1 should suppose to be wholly impractical commercially, but 
which will be open if any use of it can be made. Canadian Type 
whisky may be sold in its present color in bottles properly 
labeled, containing no more than a single drink, such as are 
sold in dining cars. As I have said there will be no limitation 
of the sale in full bottles properly labeled direct to the consumer. 
Proper labeling means that the words “Canadian Type Whisky” 
shall all plainly appear of equal size, script, color, and general 
appearance. Smythe’s label shows how easy it is to suppress a 
word while keeping the size. 

The plaintiff demands damages as well as profits, or at least 
the alternative. Both it may not have in any event, and I do 
not think that there is any basis here for damages. The theory 
that all sales of Canadian Type whisky deprived the plaintiff 


of an equal number of sales depends impliedly upon the assump- 


tion that the price was the same, and that all sales were in 
substitution for Canadian Club whisky. In fact, the usual price 
of Canadian Club whisky was 15 cents, and of Canadian Type 
whisky 10 cents. No safe estimate can be made of the number 
of sales which the plaintiff lost through the Canadian Type 
whisky. The accounting is therefore confined to profits. 

The plaintiff will have costs, but they properly await final 
decree. 

Only the defendants who actually conducted the business 
will account, not the clerks or officers of the corporation. In 
stating the account the defendant will be broadly allowed any 
means of showing, if they can, that they had reasonable assur- 
ance that the saloon keepers were honest. 
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Mitton H. Stewart v. WILLIAM F. Hupson. 
(222 Fed. Rep., 584.) 
Eastern District of Pennsylvania, April 7, 1915. 


UNFAIR COMPETITION-——COPYING AN ARTICLE OF MERCHANDISE 

The imitation of the form, shape and appearance of an unpat- 
ented article of plaintiff's manufacture and of the advertising matter 
by which the original producer is marketing his article, constitutes 
unfair competition. 

In Equity. On motion for a preliminary injunction. Motion 


granted. 


Duane, Morris & Heckscher, of Philadelphia, Pa., for plain- 
tiff. 
Winfield S. Walker, of Philadelphia, Pa., for defendant. 


Dickinson, District Judge—The plaintiff in this case claims 
to be the inventor of a tool which, as is the confident belief of 
every inventor, will work a revolution in its special! field of opera- 
tion. If his confidence is justified by the event, he will have pro- 


duced something which will not only prove to be highly useful, 


but will bring balm to the troubled souls of that large army of 
amateur automobilists who daily struggle with punctured tires. 
Letters patent have been applied for, but have not as yet, and 
may not be, issued to him. In ahticipation, however, of the 
grant of this right and of the harvest of profits which he believes 
is assured him, he made and placed his appliance upon the 
market. He prepared the usual form of literature with cuts of 
his device, including illustrative pictures of his own hands apply 
ing the tool at its work. The introduction of his invention was 
made at the New York Automobile Show, where he gave ocular 
demonstrations of the efficiency of the tool, and generally dis- 
tributed his literature. He repeated this at the Philadelphia 
Show. He also advertised in the trade journals, the advertise- 
ments exhibiting cuts and illustrations of how the tool was used. 
He further emploved a small army of demonstrators to go to 
the centers of the automobile trade to show to the automobile 
public and middlemen the merits of his invention. His purpose 
was, of course, twofold—to create a demand among automobile 
owners and convince dealers of the value of the tool, so that they 
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would lay in a supply to meet the customers’ demands. His out- 
lay for these purposes was large. Through the exploitation of 
his device, and the novelty, efficiency, and simplicity of the tool 
itself, instant recognition of its merits was given, and it became 
at once known, and acquired not only a reputation as a good 
thing, but became known as the plaintiff’s special make of tool. 

Among others to whom he gave a demonstration of the 
efficiency of the tool while he had it on exhibition in Philadelphia 
was the defendant, who was in the business of selling automo- 
bile accessories. The defendant provided the plaintiff with a 
place in which to carry on his educational and advertising dem 
onstration. The result was that the defendant arranged to 
supply his own customers with the plaintiff’s make of tool, and 
orders were placed with the plaintiff for a supply as fast as 
they could be manufactured and shipped. A further, and by the 
plaintiff unexpected, consequence was that the defendant 1ad the 
device made for sale on his own account. The tool which he 
thus had made was an exact facsimile of. that made by the 
plaintiff, with two unnoticeable variations, which may be merely 
variations, or possibly may be deemed additional features. There 
was also a deceptive change in the name cast upon the implement. 
The defendant began at once to exploit the tool by advertisements, 
making use for this purpose’of the copies of the cuts which the 
plaintiff had put out. So promptly and expeditiously was this 
done that in some of the advertising mediums he was in time 
ahead of the plaintiff. So slavish is the copy of device and ad- 
vertisement, the inference is irresistible that the defendant must 
have handed over the plaintift’s make of tool and his advertise 
ments as models to be exactly reproduced. In this respect a case 
of unfair trade is made out beyond successful denial. There is, 
and can be, no doubt of the fact that the defendant has taken 
the plaintiff’s device, reproduced, and is selling it on the market 
which the plaintiff has called into being. 

It is not within our province to pass judgment upon the 
business ethics of the defendant’s conduct, unless there has been 
a trespass upon the plaintiff’s legal rights. Every claim of 
right must have a basis upon which it rests. A claim to legal 
protection from encroachment by others upon the rights to 
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7 
sell a particular device or make a product must rest upon a stat- 
utory proprietary right to sell the thing itself, or upon the com- 
mon-law right to prevent the goods of one from being palmed 
off upon purchasers as the goods manufactured by another. As 
applied to the conditions of this case, the one basis of claim 
presupposes an exclusive right to the device as the invention of 
the plaintiff; the other assumes the existence of a demand for 
the particular make of tool as manufactured by him. The argu- 
ment for the defense in substance is that the plaintiff can lay 
no claim to control the sale of the device as his invention, because 
he has not protected it by a patent, and that he has no common- 
law right in his particular make of tool, because there has not 
been time for the public to have learned of his particular make, 
and to have any make of tool known on the market as his tool; 
in other words, that an infraction of such common-law right 
involves the thought of deception, and the plaintiff's make of 
his device has been so short a time before the public that his 
make as such is unknown to the general public, among whom 
in consequence, there cannot be said to be any demand, and 
that the trade and the middlemen cannot be deceived, because 
they buy direct from the manufacturers, whose different makes 
are in consequence known to them. 

The fact as to the statutory proprietary right is found with 
the defendant, and this branch of the argument in his favor 
must therefore prevail. The other fact cannot, however, be 
found for him. In the first place, the introduction of the auto- 
mobile has not only greatly quickened transportation, but, be- 
cause of the rapid development of the automobile business itself, 
it has produced such an alertness of mind toward everything 
connected with it, and a readiness and willingness to accept and 
adopt novelties, that there is the same relative difference in 
the speed with which the reputation of builders and others may 
be acquired and lost, and good wills grow up and decline. More- 
cver, the question of time relates more to the extent of the 
market and its value than to the fact of a market, and, in con 
sequence, more to the amount or extent of the damage done 
by the encroachment upon it than to the kind of injury done or 


the fact that injury has been done. <A limited market or a 
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modest reputation acquired by a manufacturer for his own 
particular product is as much entitled to protection as if it were 
more enlarged or wider spread. Imitation of another’s make or 
brand of manufactured product is as sincere a form of flattery 
in business affairs as imitation is in other things, because it 
implies an acknowledgment that the make of goods copied has 
created a market, and this acknowledgment is evidence of the 
fact in itself. We therefore find that the plaintiff has created 
and had acquired a right to the good will or trade property in- 
dicated, and that the defendant has trespassed upon this right by 
intercepting and directing this trade to himself. 

Had the defendant contented himself with merely appropri- 
ating the inventive idea or features of this appliance, he could 
not have been convicted of any trespass upon the legal rights 
of the plaintiff. When, however, he went further, and in addi- 
tion to the device itself he imitated the very form and shape 
and appearance of plaintiff’s make, and copied also the adver- 
tisements, cuts, and illustrations by means of which plaintiff 
had introduced it to the public, and by which characteristics it 
had become known as the plaintiff’s manufacture, he was guilty 
of unfair trade, from which he should be required to desist. The 
slight departure in defendant’s marking of the tool made by 
him from that made by the plaintiff carries the conviction, not 
that the defendant was seeking to distinguish his make, but that 
the similitude was meant to deceive, and that the defendant was 
guiltily conscious of it. Since the output of his first make of 
tools and of his first advertisements, the defendant has made 
changes in the latter and in the literature issued, which goes 
a little toward lessening the deception. He does not, however, 
go far enough, and plaintiff has the right to a preliminary 
injunction. It must, however, be expressly limited to enjoining 
the defendant from selling or advertising such make of the tool 
in question as may be imposed upon intending purchasers as the 
make of the plaintiff. 


Counsel may submit drafts of a form of decree embodying 
these views, together with the form of bond required, and a 
decree will then be entered. 
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WARREN FEATHERBONE Co. v. J. W. ScCHLoss, et al. 


<<, 


Southern District of New York, June 22, 1915. 


1. TRADE-MARK—NAME OF PATENTED ARTICLE. 

The name applied as a trade-mark to a patented article during 
the life of the patent, although it may have acquired a secondary 
meaning to indicate the goods of the first manufacturer, cannot be 
appropriated to his exclusive use after the expiration of the patent. 


2. NAME OF PATENTED ARTICLE—MANNER OF USE. 


A rival manufacturer who uses the name by which the original 
article was known during the lifetime of a patent, must mark his 
goods in such a way that they may be distinguished with ordinary 
care from those of the first user. 


-In Equity. On final hearing. Decree for defendant. 


The plaintiff is and for long has been manufacturer of a 
substance patented by E. K. Warren in 1883 under the name 
“Featherbone,” a substitute for whalebone, and therefore used 
to stiffen women’s clothes. In 1900 the patent expired, but the 
plaintiff remained substantially the only manufacturer of the 
material and under the same name. Several other later patents 
and a number of trade-marks were taken out by the plaintiff and 
no one had ever manufactured ‘“Featherbone” except the plain- 
tiff or its predecessors until 1902 when, for a few years, the 
American Featherbone Company was organized, competed with 
the plaintiff and successfully maintained against it the right to 
use the name, “Featherbone” (Warren Featherbone Co. v. Amer- 
ican Featherbone Co., 141 Fed. Rep., 513). The plaintiff bought 
out the American Featherbone Co. after a few years and re- 
mained thereafter in undisputed possession of the trade with 
that exception, down to the date of the defendant’s interposition 
in 1911 and 1912. There is a frank contest between the parties 
as to the right to use the name, “Featherbone,”’ the plaintiff basing 
its contention upon the fact that owing to its long exclusive use 
of the word, it has become associated with the plaintiff as the 
author and the place of origin of the substance, and that it 
has in this way obtained a secondary meaning. Much testimony 
was taken upon this issue, which showed that to most users all 
over the United States the name meant the substance in ques- 
tion and the fact that the plaintiff made and sold it, having thus 


a double significance. In many cases this meaning was helped 
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by the word, “Warren,” which the plaintiff often added to the 
word, “Featherbone,” in its advertisements and boxes, but the 
testimony was ample that even without “Warren” added, the 
term, “Featherbone,” means to-day the product of the plaintiff 
to great numbers of buyers in the United States. 

The plaintiff also raises some question as to the make-up 
of the defendant's boxes. 


Charles K. Offield, for plaintiff. 
Victor D. Borst, for defendant. 


LEARNED Hanp, D. J.—I have been unable to see upon what 
theory the plaintiffs suppose that they can avoid the force of 
the rule laid down so often, and exemplified in the earlier 
“Featherbone” case (IVarren Featherbone Co. v. American 
Featherbone Company, 141 Fed. Rep., 513). In 1900 when the 
patent expired, all the facts existed which the plaintiffs now be- 
lieve to entitle them to claim a secondary meaning. Their long 
period of monopoly had as much associated with the word 
“Featherbone” any personal characteristics of their manufacture 
and of their commercial responsibility, as the subsequent fifteen 
years have done. Had it not been for the patent, the name 
might have meant only goods of the plaintiff's manufacture, but 
through the patent it had become the only word which could 
cover the goods themselves. Warren, in creating a new com 
modity, had created a new word as well, and the word went along 
with the commodity into the public domain. All this is un- 
questionable law (Holzapfel’s Compositions Company v. Raht- 
jens Composition Co., 128 U. S., 598). No subsequent period of 
exclusive manufacture can change the facts as they then existed 
or strengthen the plaintiff's position on the day the patent ex- 
pired. But the courts in the United States, however it may be in 
England, (Linoleum Mfg. Co. v. Nairn, L. R. 7 Ch. D., 834) 
do not disregard that element of the word which indicates the 


manufacture of the patentee. Rather they accept the newly 


coined word as having a secondary meaning and protect it, not to 
the extent of taking from the public the only word which they 
know for the commodity, but by controlling its use, so that others 


may not profit by its double significance to the prejudice of the 


——-? 


thea 66 Woe er 





& 


0 TR One oat ane’ 


wate 


NE 


pee an, OF Leen PEO Tin oe 


3 
q q 
f 
% 
} 





WARREN FEATHERBONE CoO. V. J. W. SCHLOSS 


2795 


patentee (Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 169; 
Ludlow Valve Mfg. Co. v. Pittsburgh Mfg. Co., 166 Fed. Rep., 
26; DeLong Hook & Eye Co. v. American Pin Company, 200 
Fed. Rep., 66 [Reporter, vol. 3, p. 36]). The same rule has 
been recognized in discussion even when the facts did not re- 
quire its application (Holzapfel’s Compositions Co. v. Rahtjens 
Compositions Co., 183 U. S., 1; Yale & Towne Mfg. Co. v. 
Ford, 203 Fed. Rep., 707 |Reporter, vol. 3, p. 205], Warren 
Featherbone Co. v. American Featherbone Co., 141 Fed. Rep., 
513). Nothing of course turns upon whether the descriptive 
word be a noun or an adjective; the point as always is: how 
far will it be necessary to control the use of what has become 
common speech in order to prevent confusion? That is the 
question which arises in every case of secondary meaning. 
This answers any right to secure a further monopoly of 
‘“Featherbone,” a word now as descriptive as “whalebone” or 
“patent leather.’”’” Perhaps no subsequent course of trade of any 
kind at all would be enough to do that, (Centaur Company v. 
Heinzfurter, 84 Fed. Rep., 955), but certainly the case at bar 
contains no facts taking it out of the ordinary. Notwithstanding 
the common right of all to the word, I find as a fact that 
“Featherbone,” when used alone, means to most people who are 
customers for the article that the plaintiffs have made the 
particular goods to which it is applied. I cannot agree with 
Fry, J. in Siegert v. Findlater (L. R. 7 Ch. Div., 801, 813) and 
in Linoleum Mfg. Co. v. Nairn, supra, that a name primarily 
descriptive cannot secondarily indicate the derivation of the 
goods, until there be several makers in the field. ‘Though a 
patentee is the only maker, the excellence of his work and the 
honesty of his dealings may become generally known and may 
Lecome part of the significance of a descriptive name. 
Therefore, Schloss when using the word “Featherbone,” 
should always annex a prefix or suffix, indicating that it is made 
or sold by him. Moreover, this prefix or suffix must be of equal 
size and prominence as the word, “Featherbone,” itself. It need 
not contain a full statement; “Schloss’s Featherbone” will be 
enough, but ‘“Featherbone” alone Schloss should not use, for it 
means Warren's Featherbone whether the word “Warren” be 
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added or not. I see no reason to suppose that Standard Paint 
Co. v. Trinidad Asphalt Co., (220 U. S., 446) [Reporter, vol. 1, 
p. 10], meant to change the rule, or that there were not ample 
means used to distinguish the two articles sold. As the de- 
fendant could use “rubberoid,” obviously they could use “rub- 


eroid.” 


There is no unfair trade in the make-up; that aspect of 
the bill may be disregarded. 


The decree will therefore, first deny the plaintiffs any in- 


junction against the defendants’ use of the word, “Featherbone’” ; 
it will then adjudge that the defendants have the right to use it 
in connection with a prefix or suffix, indicating their manufac- 
ture or sale of it, such prefix or suffix to be of equal size and 
;rominence as the word, “Featherbone”; it will not, however, 
contain any injunction against the use of “Featherbone” with- 
out such prefix or suffix, because the defendants have not yet 
shown any disposition so to use it, and because an injunction 
under the circumstances might be damaging to them; it will 
dismiss the bill so far as it complains of the defendants’ make- 
up; it will provide that application may be made at any time 
within five years upon the fact of the decree for an injunction 
against the defendants upon proof that they have used, or 
are about to use, the word, “Featherbone,” without a proper 
prefix or suffix, and it will extend the term for that period. 


No costs. 


CHANNELL CHEMICAL Company v. E. W. Haypen & Com- 
PANY, et al. 


(222 Fed. Rep., 162.) 
Northern District of Ohio, January 15, 1975. 


INFRINGEMENT—DEFENSE—COMPLAINANT’S MISREPRESENTATIONS. 

Complainant sued for infringement of a trade-mark applied to a 
furniture polish and a floor mop to be used in connection therewith. 
It appearing that the complainant fraudulently stated its polish to 
be a vegetable compound when it was in fact essentially a mineral 
oil, it was held that the complainant was entitled to no relief against 
the infringement of its trade-mark either upon the polish or upon 
the mops with which the former was to be used 
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In Equity. On final hearing. Decree for defendants. 


Chas. T. Lawton, of Toledo, Ohio, and Chas. W. Hills, of 
Chicago, Ill., for complainant. 
Owen, Owen & Crampton, of Toledo, Ohio, for defendant. 


Kituits, District Judge—The complainant is the owner of 
trade-marks registered Nos. 87,163 and 99,142, on applications 
simultaneously made, to use as a trade-mark the formula 
“Q-Cedar,” as applied to floor mops and furniture polish, re- 
spectively. It is alleged that complainant’s mops and _ polish 
have been largely advertised and sold throughout the United 
States, invariably marked with the trade-marks “O-Cedar,” and 
that complainant’s products have become widely, generally, and 
popularly known to the public and to the trade as “O-Cedar 
Polish,” “Cedar Polish,” “O-Cedar Polish Mops,” “Cedar 
Mops,” “Cedar Polish Mops,” “Round Cedar Mops,” “Round 
Cedar Polish Mops,” and under many other compound words, of 
which the words “Cedar,” or “O-Cedar,” form a component part, 
and that the mops are marketed in a metallic can or container of 
distinctive color and size, with characteristic and descriptive 
matter thereon, including the trade-mark. It is alleged that 
the defendants are imitating the registered trade-marks, applying 
the same to inferior and spurious products closely resembling 
the respective products of complainant, designating their prod- 
ucts under the mark and name of “Oil of Cedar Polish,” and 
“Oil of Cedar Mops,” and “Cedar Polish Mops,” respectively, 
and are therefore engaged in unfair competition with the business 
and trade of the complainant. The usual injunction and ac- 
counting is asked for. 

The testimony makes it unmistakable that the complainant 
transacts its business, through advertising and otherwise, with a 
view of inducing the public to use its mops in connection with 
its polish, and vice versa. It is very questionable whether the 
Court should decide that the use of the term “Oil of Cedar,” in 
compounds relating to mops and furniture polish, by the de- 


fendants, is in any way an unlawful imitation of complainant’s 
trade-mark, because complainant obtained the registration of that 
formula only through a positive disclaimer that it was at all 
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descriptive, but upon the insistence that it was purely arbitrary, 
and the only substantial ground upon which the complainant 
appealed very strongly to the court for relief on the facts of 
this case was in the fact that defendants’ mop containers were 
in approximately the same color as that employed by the con- 
tainers of the complainant, which resemblance defendants very 


But there is in this case an insuperable objection to giving 
the complainant any relief whatever. In Morden v. California 
Fig Syrup Company, 187 U. S., 516; 23 Sup. Ct., 161; 47 L. 
Ed., 282, the court decides that: 
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promptly agreed to destroy by the adoption of some other tint. 
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“When the owner of a trade-mark applies for an injunction to re 
strain the defendant from injuring his property by making false rep 
resentations to the public, it is essential that the plaintiff should not, in 
his trade-mark or in his advertisements and business, be himself guilty 
of any false or misleading representation, and if he makes any material 
false statement in connection with the property which he seeks to protect, 
he loses his right to claim the assistance of a court of equity.” 
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In this case it is indisputable that the complainant has been 
guilty of false and misleading advertising of its product. We 
quote from one advertisement : 













' 

“O-Cedar Polish, a wonderful varnish food. * * * It contains 
no grease, mineral by-product, or benzine. Every ingredient of O-Cedar 
polish is a pure vegetable substance. * * * QO-Cedar Polish is well 


and favorably known, and is widely advertised in connection with the 
O-Cedar Mop.” 


From another: 








“Q-Cedar Polish is more than furniture polish. It cleans as it 
polishes, and acts as a varnish renewer and rejuvenator.’ 






From another: 













“O-Cedar Polish is a vegetable compound and mixes freely with 
water.” 


From another: 


“Q-Cedar Polish. This ‘varnish food’ is a rejuvenator and restorer, 
* * is a pure vegetable compound, and mixes freely with water 






On some of the complainant’s bottle cartons introduced in 
evidence was the statement that: 


“O-Cedar polish penetrates through the varnish pores, instead of 
clogging them, as mineral products do. 
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The specific testimony before the court as to the ingredients 
of complainant’s compound shows that 85 per cent thereof is 
l:ydro-carbon oil, otherwise a light mineral oil; the rest of the 
percentage being divided between methyl salicylate and oil of 
cedar. No testimony is offered on behalf of the complainant 
to meet this. The unsworn statement in open court of com- 
plainant’s expert chemist, who was a witness for another pur- 
pose, was that the complainant’s ©-Cedar Polish contained 
more than 50 per cent mineral oil; but the exact proportions 
were not admitted in testimony, upon the excuse offered by 
complainant’s counsel that to disclose its formula would be to 
expose a trade secret. Expert testimony also advised the court 
that there can be no element of food value to varnish in this 
compound, and that its efficiency as a varnish restorer is neg- 
‘igible. 

In the presentation of the case it seemed to be acknowl- 
edged by complainant’s counsel. that, so far as the trade-mark 
respecting the polish was concerned, this evidence was fatal 
to complainant’s claim for relief; but the claim is made that 
still the complainant should be protected respecting its mop 
trade-mark. We have alluded to the fact that complainant 
advertises its products for joint and mutually dependent use. 
()n this showing of deceptive advertising, we do not feel inclined 
to permit the complainant to have the advantage of an injunc 
tion out of this court to protect its mop trade-mark, and thus 
indirectly protect it in its polish trade-mark for a product to be 
used jointly with its mop. Besides, if it insists that the formula 


“©-Cedar,” as applied to the mop, has become identified in the 


public mind with a cedar product, that identification is in con- 
nection only with the use of O-Cedar Polish; otherwise, the 
formula as applied to the mop is deceptively descriptive, for 
the mop itself is not made of cedar. 

There is some evidence in this case which leads the Court 
to suspect that the complainant itself has imitated articles of 
this character as put out by the defendant—at least, that it copied 
the special wording of defendants’ descriptive advertising. This 
evidence is, at least, just as plain against the complainant as the 
evidence that defendants imitated the color of complainant’s con 








280 THE TRADE-MARK REPORTER 





tainers ; for it is a question which manufacturer used the golden 
yellow color first. Defendants, however, voluntarily agreed to 









abandon this color for their containers as soon as the cans 
now on hand are exhausted. 

This situation leaves the case without any equity in favor 
of the complainant, and the bill is dismissed, at its costs. 


MINNESOTA SUPREME COURT 


ROpDSETH v. NORTHWESTERN MARBLE Works, et al 
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(Syllabus by the Court.) 

























1. TrRApE-MarkKsS—TRANSFER OF TRADE-NAME—RIGHT 
One having the exclusive right to use a trade-name can transfer 
such right to another only when coupled with a transfer of some 
property or business with which the name has become identified. 
2. TrapE-Marks—INJUNCTION—RIGHT—Prior Ust 
One person cannot exclude another from using a particular name 
as a trade-name unless he has made actual prior use of such name as 
his own trade-name. 
3. TrAdE-Marks—Use or Corporate NAME—INJUNCTION—Prior Usi 
lf the name of a corporation has become established as the trade 
name of another before its use as such by the corporation, the corpora 
tion may be enjoined from using it as a trade-name, except in such 
form as will fairly distinguish it from the name already in use 
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4. TRADE-Marks—Priok Use—GeocraPpHIcAL NAME AND DESCRIPTIV! ; 
Worps—CHANGE IN Form. : 

No one can acquire the exclusive right to use the name of the 4 

place where his business is located, nor the exclusive right to uss 4 


words properly descriptive of the nature of the business; but where 
he establishes a trade-name containing such geographical name and 
such descriptive words, if a competitor subsequently desires to us¢ 
the same name and the same or similar descriptive words in his owt 
trade-name, he must put them in such form, or combine them with 
other words in such manner, that his trade-name will be fairly dis 
tinguishable from the trade-name first in use. 









Appeal from District Court, Polk County. 
versed, with directions. 


Judgment re- 





Charles Loring, G. A. Youngquist, and W. E. Rowe, all of 
Crookston, for appellant. 

Martin O’Brien, Ole J. Vaule, and William P. Murphy, all 

of Crookston, for respondents. 
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TayLor, C.—Both parties to this controversy are engaged 
in the business of manufacturing and selling tombstones, monu- 
ments, and other marble and granite products in the city of 
Crookston. Plaintiff asserted in his complaint that he had 
the exclusive right to do business as the “Crookston Marble 
Works,” and demanded that defendants be enjoined from using 
that name. Defendants asserted in their answer that they had 
the exclusive right to do business as the “Crookston Marble 
Works,” and demanded that plaintiff be enjoined from using 
that name and also from using the name “Crookston Marble & 
Monument Works.” The court rendered judgment denying 
plaintiff any relief and enjoining him from doing business under 
the name “Crookston Marble Works.” Plaintiff appealed from 
the judgment. 

For several years prior to 1go1, defendants Ringdahl, 
Sundet, and Hamel were engaged in the marble business at 
Crookston under the firm name and style of “Northwestern 
Marble Works,” and were the only concern engaged in that line 
cf business in that vicinity. Much of their business was done 
Ly mail, and letters intended for them were sometimes addressed 
to “Crookston Marble Works,” or “Marble Works.” In igor, 
Hans E. Nesne and Charles E. Bourden formed a partnership 
and engaged in the marble business at Crookston under the 
firm name and style of “Crookston Marble Works.” In July, 
igo2, defendants Ringdahl, Sundet, and Hamel and certain as- 
sociates organized a corporation under the corporate name and 
style of “Crookston Marble Works,” and commenced doing busi- 
ness under that name. Nesne and Bourden, claiming the prior 
1ight to use the name ‘Crookston Marble Works” as a trade- 
name, brought an action against defendants Ringdahl, Sundet, 
and Hamel and the “Crookston Marble Works,” a corporation, 
which resulted in perpetually enjoining the defendants therein 
irom doing business under the name “Crookston Marble Works.” 
(See Nesne v. Sundet, 93 Minn., 299, 101, N. W., 490; 106 
Am. St. Rep., 439; 3 Ann. Cas., 30.) Thereafter the individual 
defendants organized another corporation, under the name 
“Northwestern Marble Works,” and continued their business 
under that name. Nesne and his associates also organized a 


corporation under the name “Crookston Marble Works,” and 
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continued their business under that name as a corporation. In 
1910 Nesne and his company removed their property, machinery, 
and business from Crookston to Fargo, N. D., where they or- 
ganized another corporation under the name “Dakota Monu- 
ment Company,” to which they transferred their entire busi- 
ness, and thereafter it was conducted at Fargo under the name 
“Dakota Monument Company.” They retained a post office box 
at Crookston in the name of the Crookston Marble Works, and 
sent collectors into that territory to collect outstanding accounts 
payable to the Crookston Marble Works, and these representa- 
tives sometimes took orders in the name of that company, but such 
orders were always sent to the Dakota company and were filled by 
the Dakota company at Fargo. After their removal to Fargo, the 
Nesne concern had neither property nor place of business at 
Crookston and filled no orders from that place, and ceased to use 
the name “Crookston Marble Works,” except as above stated. In 
igi, plaintiff, who had been employed by defendants for many 
years, left their employ and began business for himself in the same 
line, at Crookston, under the name and style of the “Crookston 
Monument Works.” In January, 1914, defendants made an 
application to vacate the injunction restraining them from using 
the name “Crookston Marble Works,” on the ground that the 
Nesne concern had abandoned the name and ceased to do busi- 


ness under it. This application was granted and the injunction 
vacated in June, 1914. Immediately thereafter defendants be- 
gan doing business under the name “Crookston Marble Works.” 
In January, 1914, after service of notice of the application to 
vacate the injunction, but before the hearing upon such appli- 
cation, the Nesne company executed to plaintiff an instrument 


whereby that corporation, “for value received, hereby assigns, 
transfers, and sets over to Nels Rodseth the right to use the 
name of Crookston Marble Works in his business at Crookston, 
Minn., and vicinity, and to have and retain the good will which 
accompanies the use of said name, and to conduct and operate 
lis business under said name.” Plaintiff immediately inserted 
the word “Marble” in his business name and has been doing 
Lusiness under the name “Crookston Marble & Monument 
Works” ever since. As soon as defendants began using the 
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name “Crookston Marble Works,” plaintiff brought this action 
to enjoin them from doing so. 

The admitted facts are conceded by both parties to be 
ample to warrant the granting of an injunction against the party 
not entitled to use the coveted name, and we shall not stop 
to rehearse them further. The question presented is: Which 
party has acquired rights, prior in point of time, that are 
infringed by the use of the name by the other party? 

Plaintiff claims that under his conveyance from the Nesne 
Company he acquired the right, formerly possessed by that com- 
pany, to the exclusive use of the name as against defendants. 
It is well settled that the transter of a trade-name can be made 
only when coupled with the transfer of some product or busi- 
ness with which it has become identified. One having the right 
to use a trade-name cannot convey to another the naked right 
to the exclusive use of such name, independent of any interest 
in the property or business to which it has been applied. ( Cigar- 
Makers’ Protective Union v. Conhaim, 40 Minn., 243; 41 N. W., 
943; 3 L. R. A., 125; 12 Am. St. Rep., 726; Falk v. American 
West Indies Trading Co., 180 N. Y., 445; 73 N. E., 239; 105 
Am. St. Rep., 778; 2 Ann. Cas., 216, and cases cited in note 
appended thereto; also cases cited in subdivision III, paragraph 
b, of note appended to same case in 1 L. R. A. [N. S.J], 704.) 
Where the bare right to use the name is all that is transferred, 
the name no longer serves to point out and protect the business 
with which it has become identified, nor to secure the public 
against deception, but tends to give to a different business the 
benefit of the reputation established by the business to which 
the name had previously been applied; and the courts are unan- 
imous in holding that such transfers are of no effect. The 
transfer to plaintiff conveyed no property, and no part of, or 
interest in, the business of the Nesne concern, and hence gave 
no prior or paramount right to use the name “Crookston Marble 
Works.” 

Defendants contend that, ever since the incorporation of 
defendant “Crookston Marble Works,” in 1902, they have had 
the right, as against all the world except the Nesne concern, to 
do business under that name, and that such right is prior and 
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paramount to any right acquired by plaintiff. They insist that 
the right of the corporation to do business in its corporate name 
was merely in abeyance while the injunction was in force, and 
that, after the injunction had been vacated, such right revived 
as of the date of the incorporation, and is prior in time to the 
time that plaintiff began business in 1911. 

The question here involved is the right to use a trade- 
name, and must be determined by the rules governing the use 
of such names. Adopting a particular name as its corporate 
name does not necessarily give a corporation the right to use 
such name as a trade-name. The names which it may select 
are so unlimited in number that there is no need to select one 
already appropriated by another, and if it sees fit to incorporate 
under a name already in use by another as a trade-name, it ac- 
quires no right to use such name as its own trade-name. (Nesne 
v. Sundet, 93 Minn., 299; 101 N. W., 490; 106 Am. St. Rep., 
439; 3 Ann. Cas., 30.) The right to exclude another from using 
a particular name as a trade-name depends upon whether the 
one asserting such right has made actual prior use of such name 
as his own trade-name. The intent to appropriate a name as a 
trade-name, not followed by actual user, is not sufficient. (28 


Am. & Eng. Ency. [2d Ed.], 393.) A person may lose the right 


to use his own name as a trade-name, except in such form, or 
in such combination with other words, as will distinguish his 
business and product from that of a competitor whose business 
or product are already generally known by such name. (Morton 
v. Morton, 148 Cal., 142; 82 Pac., 664; 1 L. R. A. [N. S.], 660 
and cases cited in note; 4tna Mill & Elevator Co. v. Kramer 
Milling Co., 82 Kan., 679; 109 Pac., 692; 28 L. R. A. [N S.], 
934, and cases cited in note.) The same rule applies with greater 
force to corporations. (/nternational Silver Co. v. Rogers Cor- 
poration, 66 N. J. Eq., 119; 57 Atl., 1037; 2 Ann. Cas., 407, and 
cases cited in note at page 418.) 

In the present case defendants established a business under 
the trade-name “Northwestern Marble Works,” but not only 
did not establish a business under the trade-name ‘Crookston 
Marble Works,” but were prohibited from doing so. It follows 
that defendants had acquired no right to do business under 
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the name “Crookston Marble Works,” and no right to use that 
name as a trade-name at the time plaintiff began business as 
the “Crookston Marble & Monument Works,” and that no rights 
possessed by defendants were infringed by the use of such name 
by plaintiff. 

The question remains whether the use of the name ‘“Crooks- 
ton Marble Works” by defendants, in 1914, constituted unfair 
competition with plaintiff. Much of the business of both parties 
consists in manufacturing and furnishing monuments to fill 
orders received by mail; and both insist that the names “Crooks- 
ton Marble Works” and “Crookston Marble & Monument 
Works,” are so nearly alike that the public fails to discriminate 
between them; and each complains that, in consequence thereof, 
the other receives orders intended for himself. That the similar- 
ity in these names misleads the public is admitted and asserted 
by both parties. 

The word “Crookston” is the name of the city where both 
are doing business, and both have the right to use that name 
to indicate that they are doing business at that place. The 
words “Marble Works,” “Monument Works,” and “Marble & 
Monument Works” are descriptive of the character of the busi- 
ness and also of the product’ offered to the public, and both 
arties have the right to use such descriptive words. But where 
one manufacturer or dealer has adopted and acquired the right 
to use, as a trade-name, a combination of words which indicates 
his place of business and also is descriptive of his product, if 
another, although engaged in the same line of business in the 
same town, and having the right to use the same words to 
indicate his location and the nature of his business, thereafter 
combines such words into a trade-name for himself which is, 
in form, so nearly like that previously adopted by his competitor 
as to mislead the public, it constitutes unfair competition. While 
his competitor cannot acquire the exclusive right to use the 
name of the town in which both do business, nor the exclusive 
right to use the descriptive words ordinarily used to indicate the 
nature of such business, yet, if the one second in point of time 
desires to incorporate such words in his own trade-name, he 
must use them in such form, or combine them with other words 


aa 


a 
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in such manner, that his trade-name will be fairly distinguishable 
from that of his competitor. He is not permitted to simulate 
the prior trade-name to such an extent that purchasers will be 
led to deal with him under the belief that they are dealing with 
his competitor. (Rickard v. Caton College Co., 88 Minn., 242; 
g2 N. W., 958; Sheffield-King Milling Co. v. Sheffield Mill & 
Elevator Co., 105 Minn., 315; 117 N. W., 447; 127 Am. St. Rep., 
574; Northwestern Knitting Co. v. Garon, 112 Minn., 321; 128 
N. W., 288; Busby v. Davis, 150 Fed., 275; 80 C. C. A., 163; 
10 Ann. Cas., 68, and cases cited in note; Dyment v. Lewis, 144 
lowa, 509; 123 N. W., 244; 26 L. R. A. [N. S.], 73 and cases 
cited in note. ) 

The facts are fully set forth in the findings of the learned 
trial court, and a new trial is unnecessary. 

The judgment is reversed, with directions to amend the 
conclusions of law to conform to the views hereinbefore ex- 
pressed and to render judgment accordingly. 

SCHALLER, J., took no part. 


NEW YORK SUPREME COURT 


BUFFALO RUBBER MANUFACTURING COMPANY v. BATAVIA 
RUBBER COMPANY. 


(153 N Y. Supp 770. ) 


ae — ee ad 
Special Term, Erie County, May 26, 19175. 
TRADE-M ARKS—DESCRIPTIVE CHARACTER. 
The word “Security” applied to automobile tire treads is purely 


descriptive and not indicative of origin or ownership. It cannot, 
therefore, be exclusively appropriated as a trade-mark. 


In Equity. On final hearing. Decree for defendant. 
Hoyt & Spratt, of Buffalo, for plaintiff. 
Holmes, Rogers & Carpenter, of New York City, for de- 
fendant. 
WHEELER, |— * * * The plaintiff seeks to enjoin the 
use of the word “Security” in connection with automobile tire 
treads, alleged to have been invented by the plaintiff's assignor. 


On the 2d day of Janury, 1909, the plaintiff entered into a 
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written contract with the defendant, whereby the plaintiff 
granted to the defendant the privilege and right to manufacture 
and sell, for a period of five years, ‘‘a certain non-skid tread for 
vehicle tires, known as the ‘Security Tread,’ upon which the 
party of the first part (1. e., the plaintiff) has made application 
for a patent now pending.” 

* * * * * 

The plaintiff also seeks in this action to restrain the use by 
the defendant of the word “Security,” in connection with the 
non-skid tire claimed to have been invented by the plaintiff's 
president, Toy. The contract in question referred to and de- 


scribed the tire as the “Security” tread. The plaintiff claims 
the exclusive right to use this word as a trade-mark, not by 


virtue of any registration of the same as a trade-mark, but by 
virtue of some common-law ownership. 

The evidence shows that prior to the making of the con 
tract with the defendant the plaintiff had used the word “Anchor” 
as a name for the device. The use of the word “Anchor” was 
discontinued, and the word “Security” substituted. The use of 
the word “Security,” as applied to or descriptive of the tire in 
question, was very limited. The evidence tends to show that 
up to the time of the making of the contract with the defendant 
the word “Security” had been put on only 30 tires of the kind 
made for the plaintiff, and sold by it to one concern. After 
the making of the contract, the plaintiff manufactured no other 
tires of the character, and all the tires of this device made and 
sold were made and sold by the defendant. On the side of 
these tires were cast in raised letters these words: “Security 
Tires, Manufactured by the Batavia Rubber Company.” 

It seems that the plaintiff applied to the authorities at 
Washington for the registration of the word “Security” as 
applied to tires as a trade-mark. Its application was denied 
on the ground the word was simply descriptive. Later the 
defendant applied for registration of the same word, and its 
application was granted, and it claims that it is entitled to all 
the benefits as the true and real owner of the word “Security” 
as a trade-mark applied to the peculiar device of tire in question. 

The question presented is whether the word “Security,” used 
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in connection with the tire in question, is the subject of pro- 
tection as a legitimate trade-mark. The evidence shows that 
the plaintiff did use it on a small number of tires of the peculiar 
design described in the contract between the parties before the 
making of the contract, and that after the contract was made 
the defendant manufactured and sold tires of that design with 
the word “Security” in raised letters on the rim of the tire. 
It was used to designate and describe this particular form or 
design of automobile tires. It did not, in or of itself, convey to 
the purchaser any information as to the maker or seller of the 
tire, nor was it used or employed to describe any particular or 
special quality of workmanship. It was employed purely and 
simply to designate the peculiar and particular design for which 
letters patent from the United State government were applied 
for by the plaintiff’s assignor. 

On the tires made and sold by the defendant, in immediate 
connection with the word “Security” were added the words 
‘Manufactured by the Batavia Rubber Company,” and on the 
tires made and sold by the plaintiff prior to its contract with 
the defendant were added the words “Made by the Buffalo 
Rubber Works.” These facts show that the word “Security,” 
in the minds of both parties, was used simply as a name for 
the particular design of tire, and not to indicate the maker or 
seller. As matter of fact, this design of tire had been previously 
invented by a man by the name of Cload, who was a British 
subject, and letters patent for his invention had been issued 
to him by his government. The plaintiff’s assignor, Toy, not 
being the first and original inventor, the result was that the 
United States Patent Office rejected his application for a patent, 
and the invention was open to free and unrestricted use of the 
device by the public. 


In view of these facts, did the plaintiff acquire a proprietary 
and exclusive right at common law to the use of the word 
“Security” in connection with tires of the description in ques- 


tion, and can it insist that no other maker or seller shall use 
the word in connection therewith? In other words, can it be 
treated and regarded as its ‘trade-mark’? <A trade-mark has 
been defined as: 
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“A name, sign, symbol, or device which is attached to goods offered 
for sale in the market, so as to distinguish them from similar goods, 
and to identify them with a particular maker, or his successors, as 
owners of a particular business, as being made, worked upon, imported, 
selected, certified, or sold by him or them. It has been aptly described 
as the commercial substitute of one’s own autographic signature, cer 


tifying to the genuineness of the goods to which it is affixed.” (38 Cyc., 
678. ) 
78. 


It is further said: 


“The sole office or function of a trade-mark is to indicate the origin 
or ownership of the goods to which it is affixed, and thus to distinguish 
the goods of one person from those of another.” (38 Cyc., 679; Ball v. 
Broadway Bazar Co., 194 N. Y., 420; 87 N. E., 674; Barrett Chemical Co 
v. Stern, 176 N. Y., 27: 68 N. E., 65; Waterman v. Shipman, 130 N. Y., 
a8. 31> 26 N.. EB... 13%.) 

Can it be fairly said that the word “Security,” used upoa 
the tire in question, in any way indicated or indicates its origin 
or ownership, or distinguishes it from the tires of other manu- 
facturers?’ It seems to the writer to be descriptive of the type 
or design, rather than as indicating the manufacturer or person 
putting such tires on the market. The word was evidently so 
used in the contract between the parties, and in practice. The 
plaintiff first called it the “Anchor” tire, and, abandoning the 
word “Anchor,” next described it as the “Security” tire. The 
plaintiff then assumed to license the defendant to manufacture 
and sell the tire, and permitted the defendant to brand these 
tires as “Security” tires made by “the Batavia Rubber Com- 


pany.” It became and was necessary to add Batavia Rubber, 


the name of the company, in order to convey to the public any 
idea of the manufacturer and seller. If the plaintiff had in- 
tended the word “Security” as anything else than as a word 
descriptive of the design, as distinquished from the maker, it 
certainly would not have permitted the defendant to have used 
it in connection with the tire made by it. 

The plaintiff, when it permitted or gave to the defendant 
the privilege to use the word in connection with tires made by 
if virtually abandoned the right to claim that the word “Security” 
in any sense indicated tires manufactured by the plaintiff. It 
waived and abandoned the use of the word as indicative of origin 
or ownership, and its use became and was simply descriptive of 


the type.or design, which, as we have seen, any one had the 
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right to use or manufacture. While the evidence shows that the ~ 
plaintiff did use the word “Security” on some of these tires 
before making the contract with the defendant, nevertheless such 
use was very limited. It was not used upon to exceed 30 
tires in all. 

The word employed is not only descriptive of design, but 
indicative of its non-skidding character or quality. It is a 
iundamental rule that terms descriptive of the goods to which 
they are applied cannot be appropriated exclusively as trade- 
marks or trade-names. In Barrett Chemical Co. v. Stern, 176 
N. Y., 30; 68 N. E., 65, the Court said: 

“Where a common word is adopted or placed on a commercial ar 
ticle for the purpose of identifying its class, grade, style, or quality, or 


for any purpose other than a reference to or indication of its ownership, 
it cannot be sustained as a trade-mark.” 


To the same effect is the case of Cooke ¢& Cobb Co. vy. 
Miller, 169 N. Y., 475; 62 N. E., 582. See, also, Koehler v. 
Sanders, 122 N. Y., 65; 25 N. E., 235; 9 L. R. A., 576. In the 
case last cited, Judge Bradley, speaking for the court said: 


“In referring to the principles relating to trade-marks, and upon 
which their efficiency as such depends, it may be observed that there 
is no exclusive right to represent by them an idea, nor can there be an 
exclusive appropriation of that which is descriptive of the articles to 
which they are attached, or that which indicates their ingredients, mode 
of composition, characteristic properties, quality, or nature’—citing Enoch 
Morgan’s Sons Co. v. Troxell, 89 N. Y., 292; 42 Am. Rep., 204: Amoskeag 
Mfg. Co. v. Spear, 2 Sandf., 569: Caswell v. Davis, 58 N. Y., 233: 17 
\m. Rep., 233. 

We are of the opinion that these principles applied to the 
case in hand lead to the result that neither party has any ex- 
clusive right to the use of the word “Security” as a trade-mark. 
It appears that the defendant has secured the registration of 
the word by the United States Patent Office as a trade-mark for 
its own use, and is naturally anxious to retain the benefit con- 
ferred by such registration. Its registration, however, is not 
conclusive upon the courts as to its validity or right to the 
registry. It appears that the plaintiff applied to the government 
tor the registration of the word as a trade-mark, and its ap- 
plication was rejected upon substantially the same grounds and 
for the same reasons above stated by us. Upon an application 
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by the defendant, however, the department appears to have 
reversed its ruling made on the application of the plaintiff. We 
think its first action was correct, and in conformity with the 
rules of law which govern the subject. We therefore hold that 
the plaintiff has no exclusive right to the use of the word 
“Security” applied to the particular design of tire in question. 

There is no question of unfair competition involved in this 
case. The evidence is that this word, when used by the defend- 
ant on the tires manufactured bv it, is used in connection with 
the further words, “Made by the Batavia Rubber Company,” so 
that the public is advised of the origin of the particular article 
offered for sale. We therefore are of the opinion the plaintiff 
is not entitled to the injunction asked. * * * 


Si te. rdered. 


PENNSYLVANIA SUPREME COURT 
H. N. Heusner v. WILLIAM FE. BAUGHER, et al. 


(94 At. Rep., 225.) 
March 15, 1915. 


TRADE- MARKS—UNFAIR CoMPETITION—CONTINUANCE OF PRELIMINARY 
INJUNCTION, 


Evidence on motion for a preliminary injunction showed that the 
defendant had appropriated a cigar label used by the plaintiff for many 
years. Since this would result in deception of the public, the injun 
tion should be continued until after the final hearing 

Appeal from an order granting a preliminary injunction. 
Appeal dismissed. 

J. S. Black, of York, for appellants. 

J. Bollinger, of York, for appellee. 


The facts appear in the following opinion of Ross, J., in 
the common pleas court, sur plaintiff's motion to continue the 
injunction until final hearing: 


Findinas of Facts 


(1) The plaintiff is engaged in the business of manufactur 
ing and selling cigars in the borough of Hanover, York county. 


Pa., and has been so engaged then and there since 1895. 








a 
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(2) In the year 1899, the plaintiff originated a design for 
a trade label containing the words ‘Fahey’s Special,” “Havana 
Filler,” and a picture or likeness of a certain M. B. Fahey. 

(3) The plaintiff subsequently in the year 1899, at his own 
expense, had the design so originated printed and made into 
labels, which labels were placed upon cigar boxes which con- 
tained cigars manufactured exclusively by the plaintiff. 

(4) The picture or likeness of M. B. Fahey which was 
a part of said labels was made from a photograph of M. B. 
Fahey which the plaintiff had obtained from M. B. Fahey, with 
the consent of M. B. Fahey that it should be used for said label, 
which was to designate certain cigars to be manufactured by 
the plaintiff. 

(5) All the cigars manufactured by plaintiff and placed 
in the boxes to which said labels were attached were sold to 
M. B. Fahey until his death. 

(6) The said M. B. Fahey resided in Chester, Pa., and was 
engaged in the business of selling cigars. He bought from plain- 
tiff all the cigars manufactured by him, which were placed in 
boxes containing said labels, and he disposed of them to the 
public in general, and continued to do so until his death. 

(7) By reason of the continued use of said labels on the 
boxes containing the cigars manufactured by the plaintiff, they 
have become well known in the market as ‘“Fahey’s Special” 
cigars, and as such have been sold to and bought by a trade 
which appears to have largely increased since the adoption and 
use of the said label. 

(8) After the death of said M. B. Fahey the defendants, 
William E. Baugher and George M. Kohler, trading under the 
firm name of Baugher & Kohler, in the borough of Hanover, Pa., 
as cigar manufacturers, have been manufacturing a cigar sim- 
ilar in appearance to the cigars manufactured by the plaintiff, 
which they offer for sale in boxes labeled ‘“Fahey’s Special” 
and “Havana Filler,” and which said labels, in addition to the 
above words, contained a picture or likeness of said M. B. 
Fahey, which said labels are so similar to the ones so used by 
the plaintiff as to lead purchasers into mistaking them for the 
same labels and cigars so manufactured and sold by the plaintiff. 
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(g) On June 17, 1911, the defendants executed and de- 
livered to the plaintiff the agreement, of which the following 
is a copy: 


“Whereas, W. E. Baugher and George M. Kohler, trading as Baugher 
& Kohler, in the borough of Hanover, Pa., having manufactured and sold 
to W. T. Fahey, of Chester, Pa., at the special order and request of said 
W. T. Fahey, certain cigars in boxes and labeled ‘Fahey’s Special’; and 

“Whereas, the ownership and sole right to use said marking and label 
known as ‘Fahey’s Special’ in the manufacture of cigars is claimed by 
H. N. Heusner, of the borough of Hanover, Pa.: 

“Now know all men by these presents that we, W. E. Baugher and 
George M. Kohler, as individuals and as copartners, trading as Baugher 
& Kohler, do hereby declare and acknowledge that neither we, nor either 
of us, nor the partnership known as Baugher & Kohler, have any claim 
to any ownership, property right, or other right in and to cigar box 
markings and labels known as ‘Fahey’s Special’ the ownership whereof 
is claimed by H. N. Heusner; nor have we, as individuals, or the part- 
nership aforesaid, any right to manufacture and sell cigars packed in 
boxes marked and labeled ‘Fahey’s Special.’ And We, as individuals, for 
ourselves and the partnership aforesaid, do hereby declare and agree to 
and with H. N. Heusner that we, as individuals and as the partnership 
aforesaid, will not manufacture and sell, or offer to sell, either directly 
or indirectly, to any one cigars in boxes marked and labeled ‘Fahey’s 
Special.’ Provided, however, that if at any time in the future it shall 
be legally determined that the ownership and sole right to use said mark- 
ing and label known as ‘Fahey’s Special’ does not belong to the said 
H. N. Heusner, then and in that case this agreement shall be void and 
of no effect. 

“Tt is further agreed by and on the part of the said H. N. Heusner 
that for and in consideration of the execution of this agreement by 
Baugher & Kohler, the said H. N. Heusner hereby waives any action 
or right of action which the said Heusner may have against the said 
Baugher & Kohler for and by reason of the manufacture of cigars known 
as ‘Fahey’s Special,’ as hereinbefore mentioned. 

“In witness whereof we have hereunto set our hands this 17th day 
of June, I9QII. 

“W. E. BAvuGHER. 
“Geo. M. KOHLER 

“Witness present: C. E. Ehrhart as to W. E. Baugher and Geo. M. 

Kohler.” 


(10) It is evident that the defendants were aware of the 
adoption of the label by the plaintiff and of his application of 
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it to the cigars which he manufactured and sold years before 
they began to apply it to cigars manufactured and so sold by 
themselves. 


Discussion of the Law. 
The above facts are drawn from the undenied pleadings and 


the testimony taken at the hearing. It is well established in law 


that: ‘Anything done by a rival in the same business, by imita- 


tion or otherwise, designed or calculated to mislead the public 


in the belief that in buying the product offered by him for sale 
they were buying the product of another manufacturer, would be 
in fraud of the other’s rights, and would afford just grounds 
tor equitable interference.” (Hohenstein v. Perelstine, 37 Pa. 
Super. Ct., 540; Portuondo Cigar Mfg. Co. v. Portuondo Cigar 
Mfg. Co., 222 Pa., 116; 70 Al., 968.) 

The facts very clearly show that the design (a combination 
of words, lines, and likeness of M. B. Fahey in artistic arrange- 
ment) had been adopted and used by plaintiff as a label, to des- 
ignate a particular class of his own manufactured goods, and 
that such were on the market originally as a result of his own 
productive energy. It is but a natural inference, that the 
defendants’ idea in subsequently adopting a copy of the labels 
was for the purpose of gaining an advantage by inducing the 
purchasing public to believe that their products were the same 
as plaintiff’s. The office of a trade-mark is to point out dis- 
tinctly the origin of ownership of the article to which it is 
affixed, and thus to protect the purchaser as well as the vendor; 
4 name, device, or symbol, although arbitrary and fanciful, 
may, in’ process of time, come, by association, to point unmis- 
takably to the origin of the article, although not immediately 
connected with the name of the owner or place of manufcture. 
(Fraim Lock Co. v. Shimer, 43 Pa., Super. Ct., 221.) 


Conclusion of Law 


The preliminary injunction granted in this case must be 
continued until after final hearing. 
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The Court continued the injunction until final hearing. 
Argued before MEstrezat, PotTer, ElKIN, MOSCHZISKER, 
and FRAZER, J]. 


Per Curi1AM.—This is an appeal from an order granting a 
preliminary injunction. We are not convinced that injustice will 
be done by continuing the injunction, and therefore, in accord- 
ance with our practice, the appeal is dismissed. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


ELECTRO STEEL CoMPANY v. LINDENBERG STEEL COMPANY 
(215 O. G.,, 977.) 
March 1, 1915 


1. TRApE-MArk—Descriptive TERM 
The word “Electro” as applied to steel products made in an 
electric furnace is descriptive and is not capable of exclusive appro 
priation as a trade-mark 
2. CANCELLATION—Basis oF PETITIONER'S RIGHT 
The petition for cancellation of a trade-mark need not be based 
upon an exclusive right to the trade-mark in the petition. It is enough 
that the petitioner uses the mark as the name of a product which it 
is selling and which buyers identify and purchase by means of the 
mark. 
For the decision of the Commissioner of Patents from which 


the appeal was taken, see Reporter, vol. 4, p. 409. Affirmed. 


Grafton L.. McGill, for the appellant. 
Perry B. Turpin, for the appellee. 


SHEPARD, C. J. This is an appeal from the decision of the 
Commissioner of Patents canceling the registration of a trade- 
mark. 

August 27, 1907, Hammacher Delius & Co. registered the 
word “Electro” as a trade-mark for steel. 

The Lindenberg Steel Company applied for the cancellation 
of this registration August 8, 1912. 


The Lindenberg Steel Company alleged in its application 


for cancellation that it and its predecessors in business have, 








{ 
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since the year 1902 been engaged in the business of selling steel 
in billets, bars, tubing, sheets, plates, disks and forgings con- 
sisting of electro tool-steel, high-speed steel, nickel-chrome steel, 
nickel steel, chrome steel, magnet steel and silicon steel largely 
the product of the steel works of Richard Lindenberg, of Rem- 
scheid-Hasten, Germany. 


Since the introduction of the electric furance in about 1902, 
the said works has been engaged in the manufacture of steel 
by this method, that is, the manufacture of “Electro” steel. 
During this period petitioner has been selling as agent for said 
steel-works so called “Electro” steel continuously and exten- 
sively. The word “Electro” has been registered by Hammacher 
Delius & Co. for use in connection with steel in bars, billets, and 
ingots, and is alleged to have been used as a trade-mark in this 
Lusiness since 1904. Petitioner has used the expression “Elec- 
tro” not as a trade-mark but as an adjective to designate steel 
of a certain kind, that is, steel produced in an electric furnace, 
and therefore steel which is manufactured and sold by a large 
number of people engaged in that industry. The alleged trade- 
mark of the registrants consisting of the word “Electro” is 
descriptive of the goods with which it is used and not capable 
of exclusive appropriation. 

The goods with which it is used are of the same descriptive 
properties and are in fact identical with those with which pe- 
titioner has used the descriptive expression “Electro” in busi- 
ness, having extensively advertised its wares by means of the 
term “Electro.” 

Petitioner’s purchasing trade and the public in general have 
come to recognize “Electro” steel as manufactured in the electric 
furnace and that steel is ordered and specified by the purchas- 
ing public in that manner. Should registrants be permitted to 
retain their registration they would be in a position to prevent 
others from applying said mark to steel manufactured in the elec- 
tric furnace and would be in a position to institute expensive 
and troublesome litigation basing their suits upon said regis- 
tration and attacking both the petitioner’s purchasing trade as 
well as the purchasing public in general, and they would be in a 
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position to threaten and intimidate the purchasing public. In 
this way the business of petitioner would be seriously and 
permanently damaged; its sales of “Electro” steel would neces- 
sarily fall off, and the purchasing public would be at a loss how 
to identify or designate the steel manufactured in the electric 
furnace, without circumlocution, if they wished to purchase such 
steel from other than registrants and the trade and business 
of petitioner would be seriously injured were the registrants to 
be allowed to retain their registration of the word “Electro.” 

The Electro Steel Company, successor to Hammacher Delius 
& Co., answered, denying that “Electro” is descriptive when used 
in connection with steel, and that irrespective of any meaning 
it may have come to possess at the time of registration it was 
a trade-mark denoting origin. 

Replication having been filed proofs were taken by both 
parties. 

The Examiner of Interferences decided that the trade-mark 
should be canceled and this decision was athrmed on appeal to 
the Commissioner. 

We agree with the tribunals of the patent office that ‘“Elec- 
tro” as applied to steel is descriptive. To a purchaser of steel 
or to one familiar with the steel industry it would undoubtedly 
convey the impression that the steel to which it is applied is 
the product of an electrical furnace. The proof taken shows 
this to be true. Furthermore, it appears from publications in sci- 
entific journals prior to the registration, several of which are cited 
in the decision of the examiner of interferences, that “electro” 
is a common adjective meaning “pertaining to electricity.” It 
has long been the combining form for “electric’’ and is uni- 
versally recognized as synonymous therewith. Words illustrat- 
ting this are numerous and well known, e. g. “electro-plate,” 
“electro-magnet,” “electro-metallurgy.” “electro-chemistry,” and 
others that might be mentioned. Electric was certainly com- 
mon property as descriptive of steel at the time of the registration 
and “Electro” was synonymous with it. (McGrew Coal Co. v. 
Menefee, 144 S. W., 869 [Reporter, vol. 2, p. 204].) 


It remains to consider whether the Lindenberg Steel Com- 
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pany has such an interest in the subject-matter as entitles it 
to claim cancellation of the trade-mark “Electro” notwithstanding 
its descriptive nature. It is contended that the petitioner fails 
to show that it has ever affixed on its goods the word “Electro” 
as a trade-mark or as a description of the goods, and has had 
consequently no such use of the word as would give it standing 
in this proceeding. 

It is quite true that to have a right to cancel or oppose the 
registration of a trade-mark is dependent upon a showing of 
interest. (A/cllhenny Sons Co. v. New Iberia Tabasco Pepper 
Co., 30 App. D. C., 337, 339; 133 O. G., 995; 1908 C. D., 325.) 

It is not essential in all cases, however, that there should 
have been a strictly trade-mark use of the words by complainant. 
Injury to its business might be otherwise shown. (Natural 
Food Company v. Williams, 30 App. D. C., 348, 350; 133 O. G., 
232; 1908, C. D., 320.) The trade-mark involved in that case 
was “Shredded Whole Wheat,” and it was said, (p. 350): 


The evidence above briefly reviewed, we think, clearly establishes 
the fact that appellant was not the exclusive user of these words during 
the ten years’ period. No claim is made of any attempt on the part of 
Williams to deceive the public, or that, the product of his machine is 
not in fact as much entitled to be called shredded whole wheat as is 
the product of appellant's machines. That he did not use the words as 
a trade-mark, but merely in a descriptive sense, is of no moment. He, 
in common with all other manufacturers of shredded whole wheat, had 
the same right to properly designate their product as did the Natural 
Food Company 


See also H. W. Johns-Manville Co. v. American Steam 


Packing Company, (33 App. D. 4a4, 206; 245 ©... G., 297; 
1909, C. D., 425.) In that case the word “Asbestos” was in- 
volved. It was shown that the American Steam Packing Com- 
pany and its predecessors for about thirty-five years before the 
filing of the application had continuously used the word “As- 
bestos’ to designate engine and machinery packing sold by it. 
In considering the right to oppose the Court said, (p. 226): 


It is also insisted by appellant that the opposer has no standing in 
this case, since it appears from the agreed statement of facts that the 
English word “asbestos” had not been used by appellee as a trade-mark, 
but merely to designate engine and machinery packing made and sold 
by it. This, however, we think is a sufficient use of the word “asbestos” 
to prevent the registration of appellant’s mark under the ten years’ clause 
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ot the Trade-Mark Act, since the predominating characteristic of ap 
pellant’s mark is the same word, merely in embellished letters, as the 
word used by appellee to designate its goods. 

In the present case the Lindenberg Steel Company used the 
word “Electro” as the name of the steel it was selling and also 
in its advertisements and letters. The proof shows that this 
company sells electric steel as electro steel and so represents it 
to purchasers through its selling agents and buyers buy it as 
such. Orders by purchasers were shown in evidence calling for 
electro steel. It is also shown that the respondent has notified 
the trade that any other person than itself offering electro 
steel would be liable for appropriation of its trade-mark “Elec- 
tro.” It evidently intended as far as possible to establish a 
monopoly and to restrain the business of rival dealers which 
would undoubtedly be an injury to the complainant. The com- 
plainant was engaged in selling the steel product of electric 
furnaces under the properly descriptive name of electro steel. 
Its business was extensive and would necessarily have suffered 
if this unfounded ciaim of the trade-mark should be upheld. 

The decision appealed irom is affirmed. This decision will 
be certified by the clerk to the commissioner of patents as 
required by law. 


VAN ALSTYNE & ComPpaANY v. THE BoOUTWELL MILLING & 
GRAIN COMPANY. 


(21s O. G 1500. ) 


Vay IO, 1975. 


TRADE-M ARKS—CANCELLATION 

Where evidence shows that the registrant did not have exclusive 
use of the trade-mark during the ten year period upon which the 
registration depends, cancellation was properly ordered 


For the decision of the commissioner of patents, from which 
the appeal was taken, see Reporter, vol. 4, p. 463. 

Affirmed. 

J. H. Griffin, for the appellant. 

E. T. Fenwick, for the appellee. 
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SHEPARD, C. J.—This is an appeal from a decision of the 
commissioner of patents canceling the registration of a trade- 
mark “Upper Hudson” for rye-flour, registered by Van Alstyne 
& Co., January 14, 1913. 

This registration was made under the ten-year clause of 
the trade-mark act. The Boutwell Milling & Grain Co. had 
previously registered the mark on January 9, 1906. Van Al- 
styne & Co. were flour dealers in New York City, members of 
the Produce Exchange, and seem to have originated the mark 
“Upper Hudson.” This flour was manufactured by O. Bout- 
well & Son at Troy, and the trade-mark “Upper Hudson” with 
the name of Van Alstyne & Co. was applied to the barrels after 
receipt in New York. 

After some years Van Alstyne & Co. sent the stencil marked 
“Upper Hudson” to O. Boutwell & Son to put the mark on the 
barrels and also their own name in place of Van Alstyne & Co. 
They sold flour so marked to a number of eastern dealers for 
a number of years continuing down to the present time. 

By contract Van Alstyne & Co. handled the flour in New 
York City and vicinity, but finally an agreement was made 
with them to purchase the flour outright. This contract was not 
fully complied with by Van Alstyne & Co., and in 1905 The 
Boutwell Milling & Grain Co., successors to O. Boutwell & 
Son, began to ship flour with this mark to other dealers in New 
York City. This was known to Van Alstyne & Co., and in 1906, 
The Boutwell Milling & Grain Co. registered the mark in their 
own name. Van Alstyne & Co. were informed of this and re- 
ported an infringement by a New York dealer and The Bout- 
well Milling & Grain Co. had the latter ended by negotiation with 
the infringer. 

Thus it appears that the trade-mark was used by The Bout- 
well Milling & Grain Co. for a number of years as their own 
with the knowledge of Van Alstyne & Co. 


The examiner of interferences granted the decree of can- 
cellation on the ground that the mark had been abandoned by 
Van Alstyne & Co., and the use of it by The Boutwell Milling 
& Grain Co. acquiesced in. 
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The commissioner affirmed this decision without passing 
upon the question of abandonment or acquiescence, but affirmed 
it on the ground that there had not been exclusive use by Van 
Alstyne & Co. for the ten years prior to registration made neces- 
sary by the trade-mark act. 

Passing by the question of first use of the mark on account 
of its non-technical character and also the question of abandon- 
ment and acquiescence, we agree with the commissioner that 
Van Alstyne & Co. had not the exclusive use of the trade-mark 
for the ten years prior to the registration made necessary by the 
act. (See Superior Milling Co. v. Hoppe, 37 App. D. C., 115.) 

The decision is right and is affirmed. 

This decision will be certified by the clerk to the commis 
sioner of patents as required by law. 

The papers embraced in the return to the writ of certiorari 
being unnecessary to the decision of the cause, the costs of the 
writ and the printing thereof are ordered taxed against the 
appellee. 


BARTHELS MANUFACTURING COMPANY v. UnitTED LAcE & BRAID 
MANUFACTURING COMPANY. 


215 O. G., 562.) 


February 1, 1015 


1. CONFLICTING MARKS 
The mark “Nu-B-Ded” is confusedly similar to the mark “Beaded” 
as applied to laces. The registration of the former mark should there 
fore be cancelled upon showing prior use of the latter. 
For decision of commissioner of patents from which the 
appeal was taken, see Reporter, vol. 4, p. 
Affirmed. 


455. 


Arthur v. Briesen, for the appellant. 
Ellis Spear, Jr., for the appellee. 


Ross, J.—Appeal from a decision of the commissioner of 
patents canceling appellant’s registration of the word “Nubded”’ 
on the petition of the appellee. 
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On March 17, 1903, there was issued patent No. 722,902 
covering a novel construction of metal tips for the ends of 
shoe and other laces— 
whereby a portion of the sheet metal of the tip is forced inward from 
the opposite sides to lock the same to the lace at points offset to one 
side and not opposite to each other. 

In the specification and claims the ridges of these tips are 
called “‘crimps.”” Since 1905 the appellee has manufactured 
laces under this patent which it has extensively advertised and 
sold under the mark “Beaded,” and the evidence shows that 
these laces have become known to the trade as “Beaded Tip” 
laces. 

On March 7, 1912, there was filed an application for letters 
patent on a slightly different form of metal tips for lacings and 
on June 9, 9114, patent No. 1099479 was issued thereon. In 
the specification and claims of this patent the ridges of the tips 
are said to be formed by “corrugating’” or “crimping” the 
metal. In 1912 appellant manufactured lacings under this patent 
which it sold under the mark “Nubeaded.” On July 2oth, of 
that year, it filed an application for registration of “Nubded” 
and the use of the prior mark was then discontinued. As soon 
as ““Nubded” was registered appellant applied it to its laces in 
a hyphenated form; in other words, as “Nu-B-Ded,” and has 
since used the mark in that form. 

Whether, as contended by appellant, the word “Beaded” as 
used is descriptive and hence not susceptible of exclusive 
appropriation by the appellee, or whether, as contended by 
appellee, it is merely suggestive and therefore subject to such ap- 
propriation, we need not stop to inquire, for if it is descriptive 
New Beaded, or as the appellant spells it ““Nu-B-Ded,” is equally 
so and hence not registrable. If “Beaded” is merely suggestive 
appellant is not entitled to registration, since ‘Beaded’ and 
“Nu-B-Ded” are sufficiently similar as to be likely to cause con- 
fusion in trade when applied to goods of the same descriptive 
properties. Inasmuch as appellee would be damaged in either 


event it is entitled to be heard in this proceeding. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries ; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 
THe Unirep States TrRADE-MARK ASSOCIATION, 


32 Nassau Street, 


New York City. 


